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DETAILED ACTION 



Claims 1-11 are currently pending in the instant application. 



Priority 



The application is a 371 of International Application No. PCT/JP03/08014, filed 
on 06/25/2003. 



Applicant's Information Disclosure Statement filed on 12/22/05 has been 
considered. Please refer to Applicant's copies of the 1449 submitted herewith. 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 is rejected under 35 U.S.C. 112, first paragraph, because the 

specification, while being enabling for making an aqueous emulsion of a resin with 



absorbing group, does not reasonably provide enablement for any polyol component 
having an ultraviolet-absorbing group. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to 



Information Disclosure Statement 



Claim Rejections - 35 USC §112 




as (A) a polyol component having an ultraviolet- 
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practice the invention commensurate in scope with these claims. Applicants have failed 
to provide enablement for production of an aqueous emulsion of an ultraviolet-absorbing 



provided no working examples or guidance towards production of an aqueous emulsion 
of an ultraviolet-absorbing resin besides with the compound described above. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 10-11 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Applicants are claiming "(II) an aqueous emulsion of 
other resin" but it is not clear which other resin is being referred to as several aqueous 
emulsions are described throughout the claims and specification. 

Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite. 
Claim 9 recited "no less than 10% by weight" but it is unclear what the weight percent is 
based on. For example, is the weight percent based on the weight of the resin itself or 
another component of the resin? 



resin with a polyol component other than 




. They have 



Claim Rejections - 35 USC §112 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Katsuhiko et al (see Japanese Pub No. 2002-187344). Katsuhiko et al disclose a 
ultraviolet absorption resin that can form an emulsion in water (see claim 1 and 
paragraph 5) and a composition containing said emulsion (see paragraphs 13-14). 

Applicants' instant elected invention in claims 1-1 1 teach an aqueous emulsion of 
an ultraviolet-absorbing resin and aqueous resin emulsion composition. Applicant is 
reminded that "Even though product-by-process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thome . Ill F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Also 
see M.P.E.P. 2113. 

Claims 1-11 are rejected under 35 U.S.C. 102(e) as being anticipated by Inokami 
et al (see US Pub No. 2003/0144455). 
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The applied reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1.132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Inokami et al teach an aqueous emulsion of an ultraviolet-absorbing resin (see 
paragraph 34-paragraph 43) and an aqueous resin emulsion composition (see 
paragraph 44-47). This prior art embraces the compounds and compositions of claims 
1-11. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-1 1 rejected under 35 U.S.C. 103(a) as being obvious over Inokami et al 
(see US Pub. No. 2003/0144455) in view of Mori et al (see US Patent No. 5,922,882). 

The applied reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) 
might be overcome by: (1) a showing under 37 CFR 1.132 that any invention disclosed 
but not claimed in the reference was derived from the inventor of this application and is 
thus not an invention "by another"; (2) a showing of a date of invention for the claimed 
subject matter of the application which corresponds to subject matter disclosed but not 
claimed in the reference, prior to the effective U.S. filing date of the reference under 37 
CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application 
and reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
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that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Applicants' instant elected invention in claims 1-11 teach an aqueous emulsion of 
an ultraviolet-absorbing resin obtainable by urethanizing (A) a polyol component having 
an ultraviolet-absorbing group, (B) a polyol, if necessary, (C) an alkyl or aryl 
dialkanolamine compound, and (D) an organic polyisocyanate in (E) an organic solvent, 
diluting the reaction mixture with (F) an organic solvent to give a resin solution, 
neutralizing said resin solution with (G) a neutralizing agent and dispersing the resultant 



in water wherein component (A) is CB * a5flS CE * 3WB 

Determination of the scope and content of the prior art (MPEP §2141.01) 
Inokami et al teach an aqueous emulsion of an ultraviolet-absorbing resin 
obtained by reacting a polyester polyol with an ultraviolet-absorbing group (A), a 
compound with an ionic and/or nonionic surface active group, which can be an aryl or 
alkyl dialkanol amine, an organic polyisocyanate and, if necessary, a polyol, in the 
presence of an organic solvent (see paragraph 34 and 38). The polyol with an 
ultraviolet-absorbing group (A) is contained in an amount of 10% by weight of more (see 
paragraph 41), the aqueous ultraviolet-absorbing resin emulsion is obtained by 
neutralizing an organic solvent with a neutralizing agent and then dispersing the 
resultant in water (see paragraph 42). Further, the organic solvent can be removed to 
provide the aqueous ultraviolet-absorbing resin emulsion (see paragraph 43). An 
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aqueous resin emulsion composition comprising the ultraviolet-absorbing resin and 
another resin are described (see paragraphs 44-47). As the polyol with an ultraviolet- 



\ as os .v»^\. j 



HrHr 




U'-A' 



[0036] (R : end R 5 «ac£i rajfe&ttt i hydra geca itMn or ia 
•Ikyl group hiring i to 10 cirban atom*, a tad a 1 etbh ore 
ta mtcgtc of 4 to 5, e ted n:* wsfe arc « integer af 1 tc 20, 
q R : i a R* if R 1 sod 3* R* eecs nsy |x the same or different, 

absorbing group (A), Inokami et al use -»«-«tf«^«^-T | no kami et al 
also describe that ultraviolet absorbers conventionally known include benzotriazoles, 
such as hydroxyphenylbenzotriazole compounds are added to aqueous resin 
emulsions, but result in disadvantages making it difficult to impart a long-term stable 
light resistance to the resin (see paragraph 9). 

Mori et al teach bisbenzotriazolylphenol compounds to be useful as UV 

absorbers, specifically a * a6P8 a5aCHflH 

2,2'»Methylenebi8[6"(2H-bec20Ulazole-2-yl)-4-(2« 

hyrfroxyrth y i)phe 3 Q3] (see column 3, lines 60-61) with high UV 

absorptivity, low vapor pressure and high heat stability that does not transpire even 
under high temperatures while maintaining UV absorptivity (column 3, lines 5-15). 

Ascertainment of the different between the prior art and the claims (MPEP $2141.02) 
The difference between the prior art of Inokamie et al in view of Mori et al and the 
instantly claimed compositions is that Inokamie et al inventions contain 
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than CB * 35 * H ' x *** ja as claimed in the instant invention. 

Finding of prima facie obviousness- rational and motivation (MPEP 52142-2143) 
It would have been obvious to one of ordinary skills in the art at the time the 
invention was made to attempt the process taught by Inokamie et al in view of Mori et al 




because Mori et al teach that ea * 3WS * 2J * 2 * OH functions well with a low 

vapor pressure, high decomposition temperature and can be used to form weather 
resistant polycondensation polymer with excellent UV absorptivity, all limitations of 
conventional ultraviolet absorbers as taught by Inokamie et a/. Inokamie et al show 

\i^*N CH OH K**Y_/ 



as a precursor to the polyester polyol used in their 
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instantly claimed invention. The motivation of use the actual compound as a UV 
absorber rather than a precursor to other UV absorbers comes from the teachings of 
Mori et al which show that this compound has good UV absorptivity, low vapor pressure 
and high heat stability. In the absence of unexpected results, one skilled in the art 
would expect that the instant claims which are analogous to the compositions of 
Inokamie et al in view of Mori et al, is prima facie. The motivation to make the claimed 
compounds and compositions derives from the expectation that said compounds and 
compositions would still have the same desire properties and similar utilities. The 
explicit teaching of Inokamie et al in view of Mori et al together with the enabled 
examples would have motivated one skilled in the art to modify the known compounds 
and compositions with such generic teaching with the expectation that they would all 
have use as an aqueous ultraviolet-absorbing resin emulsion taught by Inokamie et al in 
view of Mori et al. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karen Cheng whose telephone number is 571-272- 
6233. The examiner can normally be reached on M-F, 9AM to 5:30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA)-Of^7)l -272-1 000. 
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